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1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



3. Claims 19, 21 and 22 are again provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 23, 
26 and 27 of copending Application No. 10/796,480, respectively. Although the 
conflicting claims are not identical, they are not patentably distinct from each other 
because the copending application '480 teaches the claimed invention. The copending 
application '480 does not explicitly teach the configurator server. The copending 
application '480, however, teaches the " configurator circuit " (at line 5 of claim 23). It 
would have been obvious to one skilled in the art at the time the invention was made to 
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realize that the configurator circuit (as taught by the copending application '480) would 
have been named as "configurator server". One having ordinary skill in the art would be 
motivated to do so because naming the configurator circuit (of the copending application 
'480) as "configurator server" would not affect the functionality of the configurator circuit. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 103 

4. Claims 1-5, 9, 12-13, 15, 17-21 and 23-25 are again rejected under 35 U.S.C. 
103(a) as being unpatentable over Garreau (6,425,101). 
Claims 1. 3: 

Garreau discloses the invention substantially as claimed. Garreau discloses 
(figures 2 & 4 & 7) a test network (200) including a master controller (202) connected to 
a programmable switch (204 or 408). The programmable switch (204) is connected to a 
slave target device (206) containing JTAG compliant integrated circuits (IC1 through 
IC4). The master controller (20) further comprises a JTAG controller (210) and a switch 
controller (218) for providing JTAG test protocols by using an I/O line (21 1-1 ) and data 
to the slave target device (206), and receiving the test results by using the feed 
backward line (211-2) via the programmable switch (204 or 408) (figures 2 & 4, column 
4 lines 41 -column 5 line 36). 
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Garreau does not explicitly teach the controllable switches. Garreau, however, 
teaches (figure 4) that the programmable switch (208) comprises a plurality of vertical 
data lines (402) and programmably connected to horizontal data lines (404) forming a 
"crossbar" switch. Each of the horizontal data lines (404) is connected to one of the 
programmable switch I/O lines (410). Each of the programmable switch I/O switch I/O 
lines (410) are in turn connected in a pair-wise manner to the ICs (IC1 through IC4) 
located on the target hardware device (206) such teach each IC can be selectively 
tested (column 6 lines 49-column 7 lines 28). 

It would have been obvious to one skilled in the art at the time the invention was 
made to realize that Garreau's combination of plurality of vertical data lines (402) and 
the plurality of the horizontal data lines (404) (in Garreau's programmable switch [208]) 
would have been the controllable switches. One having ordinary skill the in the art 
would be motivated to realize so because Garreau's combination of vertical data lines 
(420) and horizontal data lines (404) are used for selectively connecting a IC [in the 
target device (206)] to the master controller (202) (column 7 lines 12-28). 
Claim 2: 

Garreau further teaches (figure 4) that the programmable switch (400) further 
comprises a connector (412-10) to connect a vertical data line (402-3) to the JTAG 
controller (210) by way of the I/O line (211-2) wherein the I/O line (21 1-2) feeds back 
the test results. The programmable switch (400) also comprises a connector (412-9) to 
connect the vertical data line (402)-4 to the JTAG controller (210) by way of the I/O line 
(21 1-2) (figure 4, column 8 lines 48-58; column 5 lines 10-36). 
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Claim 4: 

Garreau further teaches (figure 4) that the programmable switch (400) further 
comprises a connector (412-10) to connect a vertical data line (402-3) to the JTAG 
controller (210) by way of the I/O line (211-2) wherein the I/O line (21 1-2) feeds back 
the test results. The programmable switch (400) also comprises a connector (412-9) to 
connect the vertical data line (402)-4 to the JTAG controller (21 0) by way of the I/O line 
(21 1-2). In this way the integrated circuits IC3 and IC2 can be tested and are daisy- 
chained in the JTAG path in responsive to the appropriate switch control signal from the 
switch controller (218) (figure 4, column 7 lines 29-58; column 5 lines 10-36). 
Claim 5: 

Garreau teaches (figure 7) a host computer (72) provides a user interface for 
sending corresponding configuration data to the master controller (704) then directs the 
programmable witch (706) to connect which of ICs (708 through 714) to be tested 
(figure 7, column 8 lines 57-column 9 line 5). 

Claim 9: 

Garreau teaches (figure 7) a host computer (72) provides a user interface for 
sending corresponding configuration data to the master controller (704) then directs the 
programmable witch (706) to connect which of ICs (708 through 714) to be tested 
(figure 7, column 8 lines 57-column 9 line 5). 

Garreau does not explicitly teach a memory for storing the corresponding 
configuration data before sending such configuration data to the master controller (704). 



i 
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However, it would have been obvious to one skilled in the art at the time the invention 
was made to realize Garreau's host computer (702) would have comprised a memory 
for storing such configuration data. One having ordinary skill in the art would be 
motivated to realize so because having a memory for storing (configuration) data inside 
a computer (or a host computer) is well-known in the art. 

Claims 12. 15 and 24-25: 

Claims (12, 24, 25) and 15 are rejection for reasons similar to those set forth 
against claims (1 & 5) and 4, respectively. 

Claim 13: 

Garreau also teach that the horizontal data line controller (408) and the vertical 
data line controller (408), in responsive to the control signals, uses the connector (412- 
9) to connect the vertical data lines (402-4) by the way of the I/O line (21 1-1), and use 
the programmable connector (412-10) to connect the vertical data line (402-3) by way of 
the I/O line (21 1-1) (figure 5 lines (column 7 lines 37-54). 

Claims 17 & 18: 

Garreau's master controller (704) directs the programmable switch (706) to 
selectively couple an IC in responsive to the configuration data from the host computer 
(702) (figure 7, column 8 lines 62-622). 
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Claim 19: 

Claim 19 is rejection for reasons similar to those set forth against claims (1 & 5) 
except that a memory with program software is recited. However, Garreau teaches 
(figure 7) that the host computer (702) provides executable instructions to a test network 
(703) (figure 7, column 8 lines 50-52). 
Claims 20-21 & 23: 

Claims (20 & 23) and 21 are rejection for reasons similar to those set forth 
against claims 15 and (17 & 18), respectively. 

Response to Arguments 
5. Applicant's arguments filed June 28, 2006 have been fully considered but they 
are not persuasive. 

For provisionally obvious-type double patenting rejections of claims 1-6, 9, 12-15, 
17, 19, 21-22 and 24-25, applicant argues that the rejection fails to provide any rationale 
behind the rejection. Examiner has been withdrawn the provisionally obvious-type 
double patenting rejections of many claims except for claims19 and 21-22. 

For claims 19, 21 and 22, these claims are so similar to claims 23, 26 and 27 of 
the copending application '480, respectively. Especially, claim 23 of the copending 
application '480 is recited with all elements in claim 19 of this application '484 except 
the different name-usage of the term "configurator circuit" in application '480 and the 
term "configurator server" in application '484 (see rejection in p above). Therefore 
claims 19, 21 and 22 are still rejected under provisionally obvious-type double 
patenting. 
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For the section 103(a) rejections in claims 1, 12, 14 and 25, the applicant argues 
that Garreau reference does not teach a communications link adapted to 
communicatively couple an external user-controlled device and a programmable 
microcontroller for passing reconfiguration-control signals to the programmable 
microcontroller. Examiner, however, disagrees against applicant's remark. Garreau 
does teach such limitations. Garreau teaches a link between the host computer (702) 
[having a user interface] and the master controller (704). Such a link for providing 
necessary configuration data to the master controller (704) to provides instructions to 
the master controller (704) (figure 7, column 8 lines 57-58, column 8 line 62-column 9 
line 11). 

For claim 19, Applicant alleges that Garreau reference does not teach the 
limitations of routing JTAG test signals along a JTAG circuit path on at least one of the 
inter-con nectable circuit boards (e.g. via a reprogrammable microcontroller— as in figure 
4). 

Examiner, however, respectfully traverses applicant's position. Firstly, applicant 
should aware that patentable weight is limitation to the claimed language only . So such 
a drawing (figure 4) or an example (e.g. via a reprogrammable) does not play a role of 
any patentable weight at this point. 

Secondly, at lines 8-1 1 of claim 19, the claim is actually recited with "... the 
■ ..routing switches in response to a signal detected from at least one of the JTAG test 
modes for routing JTAG test signals along a JTAG circuit path on at least the first one of 
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the inter-connectable circuit boards". In other words, what is being claimed is that the 
routing switches are actually performing the routing, not the microcontroller. 

Garreau does teach such routing limitations. Garreau teaches that under the 
control of the JTAG controller (210) and the switch controller (218), the programmable 
switch (204) to feed/route test protocol to the IC (IC1) via (220) on a slave target device 
(206) (figure 2, column 5 lines 26-36). 

For claims 4, 15, 20 and 23, applicant further alleges that Garreau does not 
teach the limitations of JTAG signal path switches adapted to route JTAG signals on a 
configured circuit or between a configured circuit and other configured circuit coupled to 
the configured circuit. Garreau does teach such limitation. Garreau teaches that the 
integrated circuits IC3 and IC2 can be connected in a daisy chain in the JTAG path and 
tested in responsive to the control from the master controller (202) (figure 4, column 7 
lines 29-58). 

6. Claims 6-8, 14, 16 and 22 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 



t 
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7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christine T. Tu whose telephone number is (571 )272- 
3831 . The examiner can normally be reached on Mon-Thur. 8:30am-6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Albert DeCady can be reached on (571 )272-381 9. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Christine T. Tu 
Primary Examiner 
Art Unit 2138 



September 17, 2006 



